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DIGEST 


I TRADE-MARKS GENERALLY. 
1. Nature or Rieu. 


§ 1. Character of Right. 

There is no such thing as property in a trade-mark except as a right 
pertaining to an established business or trade in connection with which the 
mark is employed; and the function of the mark is to designate goods as 
a product of a particular dealer, and to protect his good-will against the 
sale of another’s product as his. 253 


A trade-mark is a name, sign or symbol used to designate the goods 
manufactured or sold, or the place of business concerned. It is not limited 
to a use in connection with the manufacture or sale of some particular 
article, but may serve as a protection to other lines. 311 


A valid trade-mark must, either by itself or by association, point 
distinctively to the origin or ownership of the article to which it is applied 
or to the particular business carried on under it. 312 


The right to use a word for trade-mark purposes is usually con- 
fined to merchandise of the same descriptive properties, and this phrase 
was adopted in the statute as an expression of the scope designated in the 
decisions of the courts under the common law. 351 


I,1,§ 2. Eatent of Right. 
The right to protection of a trade-name does not extend beyond the 
market of the person claiming it, since the use of such name in another 
market would not constitute unfair competition. 119 


The fundamental doctrine is that there is no such thing as property 
in a trade-mark except as a right appurtenant to the established business 
or trade in connection with which the mark has been applied; hence a 
trader has no property right in the mark per se, but only in reference to 
his trade and cannot prevent another trader from applying the mark to 
goods not of the same description. 351 


« 
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I, 1, § 2b. Use of Marks. 


The use of a mark only on one class or grade of candy does not 
establish that it is to be treated merely as a grade mark. 124 


Where a third party had placed thousands of cartons of candy bearing 
the mark “Evangeline” in interstate commerce, and retailers had ordered 
the candy by that name, held, that the mark indicated the origin of the 
candy, and was used as a trade-mark, rather than a grade mark. 124 


I,1,§ 3. Who May Have. 


An applicant who manufactured under a license held to be the owner 
of the mark and entitled to register. 245 


I, 2. Wuat May Be a Trape-Mark. 


I,2,§ 2. Marks of Patented Articles. 

The Patent Office should not grant a certificate of registration of a 
mark which by statute runs for twenty years when that mark consists of 
the name of a patented device, which patent will expire before the registra- 
tion period and so become free to the public, while the certificate of 
registration still remains in effect. 137 


When the owner of a patent adopts a name for his patented device and 
so closely associates that name with the device that it becomes inseparable, 
the right to make, use, and sell the device, which vests in the public on the 
expiration of the patent, carries with it the right to employ as descriptive 
of the patented device the name applied to it by the patentee. 137 


I, 2,§ 3. Descriptive and Generic Terms. 
To be descriptive, a mark must identify the goods by their class, grade, 
style or quality; and the word relates to naught except physical criteria, 
qualities or attributes, of identification. 495 


I, 2, § 5. Geographical Terms. 
The name “Winchester” is a geographical term and as such cannot be 
monopolized as a trade-mark at common law. 159 


I, 2, § 6. Proper Names. 

A surname when assumed, is entitled to no less protection than when 
familial; unless assumed for the purpose of trading on another’s good- 
will and such a name may acquire a good-will exceeding in value that 
attached to an inherited name. 56 
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The name “Winchester” as adopted is a proper name, and as such 
cannot become a valid technical trade-mark. 159 


It is well-settled law that the mere name of an individual cannot be- 
come a valid, technical trade-mark as against others bearing the same 
name; but, while one cannot be denied the legitimate use of his name in 
his business, he cannot use it in a manner that will invade the rights of 
others. 185, 377 


I, 2, § 12. Titles of Periodicals, Literary and Dramatic Works. 
The name of a house organ used on a publication, susceptible of sale 
and having an interstate circulation held to be a trade-mark. 113 


I, 3. Trrie to a Trape-Mark. 


I, 3, § 2. Assignment. 
A trade-name can be sold only in connection with the business to 
which it is attached. 15 


I, 3, $3. Abandonment. 

A trade-mark may be abandoned and in such case may be adopted 
by another who appropriates and uses it in good faith, but may not be 
adopted so long as it is lawfully used by another in his business, to the 
knowledge of the person seeking to adopt it. 15 


An agreement by stockholders, by which they purported to convey all 
of the corporate contracts, trade-marks, brand names, etc., did not amount 
to an abandonment of a trade-mark, as the stockholders of a corporation 
cannot convey its property. 125 


Where the prior user in an interference was compelled, by conditions 
due the war, to discontinue use of its trade-mark for a time, but kept a 
stock of labels on hand, and resumed use of the mark in 1921, and has since 
continued same, it was rightly granted priority, as such suspension of use 
was not abandonment. 232 


I, 4. INFRINGEMENT. 


§ 1. Elements. 

To constitute infringement, where there is no identity of names re- 
spectively appropriated for use, there must be such similarity in sound or 
appearance, or in dress of goods, as will cause confusion in minds of the 
public as to source of manufacture. 475 
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Infringement of a trade-mark consists in unauthorized use or colorable 
imitation of a mark already appropriated by another, on goods of a similar 
class. 475 


I, 4, § 2. Conflicting Marks. 
See IT, § 5. 
The following marks are held not to conflict: 


“Red and White,” with “Black and White” ................ 66 
i” SOlEE NMS fa occsla nines canoe oni ere ees 87, 265 
“Elize Costume Company, Inc.,” with “Mme. Elize, Inc.”.... 98 


>, 


“Commodore,” with picture of Commodore Perry having mid- 
Git HGmNe: “ERASER” \GRPCQRINE, ooi58 v6 cis cncensaccrcaesmes 149 
Representation of a stork carrying a baby and the words 
“Stork Line,” with the word “Betterbaby” and the picture 


of a stork standing on one leg and carrying a baby in 


BM 0s 5 sts a wig aelerdtn weld e Weer ete ete aeons Ger 149 
“Warranty,” with “Bond,” and picture of a warranty deed.. 155 
“Sek a OU Te kek ice cc cay cveriawsdGnnnasi 212 
“Indian Head,” with “The Brave Man Shirt,’ and head of 

i reer errr erry re rere rer Tir rir re Cee Ee ae 220 
“Pung Chow” (ideograph), with “Mah Jongg” (ideograph).. 237 
“TA DG GH WI ain ex ediawidecdeieacpateeean 267 
“Auto Market,” with “Auto Market and Exchange”........ 312 
“Oh Johnny,” with “Oh Henry,” for candy................ 383 


An irregular shaded circle, on which are superposed two con- 
centrically arranged twelve-pointed star-like figures, one 
of which has shorter rays than the other, the mark being 
printed at the center of the dial plate of the scale on a 
background somewhat lighter than the rest of the printing 
on the plate, and a mark consisting of a plurality of 
wavy, concentrically arranged circles, the outer ones be- 
ing somewhat broken, each circle being made up of a 
succession of well-nigh illegible repetitions of letters 
spelling the opposer’s name, the letters being so arranged 
that there appears in the mark a plurality of radial lines 394 


“CE GE TR 4.8 sk cactedeneenneeseniadarsnoeaoens 397 
a A PEPTTEOTTTUTTVT TTT eT Tree 398 
“Jersey Journal”, and “Jersey Observer” ................. 439 
“Wonder,” and “Miracle,” and “Wizard” .................. 475 
ee eM ee MTT eT eT rere Tee Terr ee 493 


Where there is similarity of sound and appearance of trade-mark, 
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or in dress of goods, use of one word may constitute infringement of an 


entirely different word. 475 


I, 5. Surrs ror INFRINGEMENT. 


I,5,§ 2. Parties. 
Infringement being a tort and in torts all participants being principals, 
action lies not only against him who has diverted another’s business, but 
also against him who contributes to such diversion. 495 


II. REGISTRATION OF TRADE-MARKS. 


II, 4. Errecr or ReoGistratioi.. 


II, 4,§ 2. Act of 1908. 

The registration of a trade-mark does not give the registrant a 
monopoly of every word in the mark, however disposed and used. Where, 
therefore, defendant secured registration for the words “Quaker City,” 
accompanied by the picture of a man in Quaker costume, as a trade-mark 
for candies, it could not claim an exclusive right to the word “Quaker” 
alone, and, in the absence of convincing proof that such registered mark 
is confusingly similar to plaintiff's mark “Quaker Maid,” the decision of 
the district court ordering registration of the latter is affirmed. 79 


II, 8, § 3a. Act of 1920. 
This Act gives to registration under it no effect whatever, either as a 
source of title or as evidence thereof. 159 


The purpose of this Act, as shown in the report of the Senate Commit- 
tee on Patents, was to enable manufacturers to register their trade-marks 
in this country for the purpose of subsequent registration abroad. 159 


II, 23. Registration by Bill in Equity. 

In a suit brought before a district court under Section 4915, Revised 
Statutes, the question must there be considered and determined on its 
merits; and the plaintiff, to prevail, cannot rely upon a mere preponder- 
ance of evidence, but must overcome the decision appealed from by testi- 
mony which, in character and amount, brings thorough conviction, to set 


aside a judgment of the Court of Appeals of the District of Columbia in 
a trade-mark case. 79 
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II, 5. Tue Apprication. 
II, 3, § 6. Amendment. 
Applicant held not entitled to amend application by eliminating all 
but word “Hay-Po” to which it had been decided he had no right. 489 
II, 3, § 9. Disclaimer. 
The trade-mark statute has not provided for disclaimers after regis- 
tration. 132 


II, 8. Reoisrrante Marks. 


II, 4, § 3. Descriptive and Generic Terms. 
The following marks are held to be descriptive: 


“Sport Shop,” for store dealing in sporting goods........ 93 
“Two Heads,” with device of two heads of persons, for 
CEE ck a t8 wie sake a Rees mee ewaalenae a eee 110 
“White Borax Soap,” with device of Maltese cross, for soap. 111 
EB OM TG: TI TAGE ks oie ike kde is HERR RRS 131 
Se See Gare TOs. goad eee reek cer oes $02 
“Quin-Coco” and “Coco-Quinine,” for medicinal preparations 
CORSA CUNEO oid'5 5 5 casas avon atelier eas einen 247 
“Auto Market,” for automobile shop ..................0000. 312 
“Metered Mail,” for post-marking and stamp-canceling 
gn, EEE EE SCO ee RE I en ore re ee. 346 
“Imperial Chinese Jasmine Tea,” for tea ..........cccee00. 389 
“Dyanshine,” for leather dressing and polish ............... 455 


“No Dope,” for horse, cattle and poultry feed ............. 490 
Representation of a mattress in parts, of which one part 
appears finished and the other part opened up, disclosing 


superimposed layers, for mattresses .............-0000: 143 
The following are held not to be descriptive: 
“Arch Rest,” for boots, shoes and slippers ................. 225 


“Opaline,”’ for varnishes and finishes in the nature of a paint 240 
“Orange Crush” and “Lemon Crush,” for beverages made from 


CRG SSPE xn Ses C aves hans cee ROreen aoe avace reer aes 228 
“Fashionknit,” for knitted articles of clothing .............. 274 
“Pennsylvania Rainmaker,” for lawn sprinklers ............. 395 
“Cookieland,” for cookies, crackers, cakes and biscuit........ 396 


“The Ten Commandments,” for a photo-play exemplifying the 
application of the Decalogue to present-day social rela- 
Oo! Peer rere Pere ee re rey sy tree 495 
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Where all the words used are descriptive and the registrant in the 
statement filed by it in the Patent Office does not confine itself to the 
arrangement shown, the mark is not necessarily composite. 131 


The fact that a mark contains descriptive words is not enough to 
warrant a refusal to register it if it does not consist of descriptive words 
only. It may be a composite mark. 131 


The names “Orange Crush” and “Lemon Crush” applied to beverages 
made from these fruits, are suggestive, rather than descriptive, the word 
“crush” never before having been used on such goods; and where appellant 
was first to make such a use of the word, and made it so known to the 
public by long use and advertising, the word came to possess a secondary 
meaning as indicating exclusively appellant’s beverages. 228 


Words that are generic, or which in their primary meaning are merely 
descriptive of the goods or business to which they are applied, or are in 
common use for that purpose, or which convey facts applicable with equal 


truth and right to others, cannot be exclusively appropriated as trade- 
marks. 312 


a. Under Act of 1920. 


Applicant held entitled to register “Certified,” also that, in determin- 
ing exclusive use, the date of filing under Act of 1905 should be con- 
sidered. 489 


II, 4,§ 4. Marks Publici Juris. 
Picture of a mattress held publici juris. 242 


A panel having the appearance of a plurality of parallel slats arranged 
within a border which resembles a frame so that the entire emblem has 
the appearance of a shutter panel, but in fact is an embossed representa- 
tion, not made of slats, and is solid with no ventilating slits as in the con- 


ventional shutter that it appears to represent, for automobile taxicabs, 
held publici juris. 525 


II, 4, § 5. Geographical Terms. 
The following marks are held to be geographical: 


EMRE SE CRM a0 5/20 oaths ORM ae OE Re EE Ss 287 
NEE. "iikin. daca es GG Raa WORN A dav pee RES eee es 316 
IRN Br 3 ctG 2 Se ariadie aa hae wees en eanionk wae eee 331 
PERE * Singd eras Ga ek Me On nie Se eM eat es 347 
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II, 8, § 6. Proper Names. 

The provision of the Trade-Mark Act that no mark shall be registered 
which “consists merely in the name of an individual, firm, corporation, or 
association not written, printed, impressed or woven in some particular 
manner,” was not intended to permit and does not permit an individual, 
firm, corporation or association of another name measurably to appropriate 
the good-will of a competitor built up under the latter’s name, through 
the adoption of that or a similar name as a trade-mark; the underlying 
requirement of the statute being that a mere name may not be registered, 
unless so displayed as to give such a distinct impression to the eye of the 
ordinary observer as to outweigh the significance of the mere name. 214 


The name “Landis,” displayed in a diamond-shaped figure, is un- 
registrable, as it is a surname not so distinctively presented as to outweigh 
its significance as a mere name. 289 


The name “Tom Shine,” with a straight line drawn thereunder and the 
“S” written large and extending across and below the line held not dis- 
tinctively presented. 398 


II, 8, § 8. Ornamental Features of Goods. 

Where there are available three methods of employing color to mark 
rope: (1) A colored thread or the like incorporated into a strand so as 
to show occasionally or continuously; (2) a colored thread or the like in- 
corporated into a strand so as not to show in the complete rope; (3) a 
colored thread or the like inserted between the strands so that it does not 
show from the surface of the rope, and the record shows that these three 
methods are distinctive, held that employment of the third method suffi- 


ciently distinguishes the mark from the methods (1) and (2) to warrant 
registration. 103 


Where an applicant files several applications for trade-mark regis- 
tration, each mark consisting of an elongated lineal marker or label 
separate from the structural part of a rope, but located in the interior 
of the rope and inclosed by the rope strands, the markers being substan- 
tially identical except in color, the color differing according to the material 
of the rope and each marker indicating the highest quality of rope of a 
particular material, held that there is sufficient doubt that the markers are 
grade marks to warrant their registration as trade-marks. 103 


II, 8, § 10. Corporate Names. 
The words “Betty Bead” held not registrable for bead necklaces, 
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“Betty” being part of corporate name of opposer, who conducted a gen- 
eral department store business. 152 


The word “National” shown in a distinctive manner upon a diamond- 
shaped shield, surmounted by the device of a dome like that of the National 
Capitol, held not merely the name of a corporation, not written, printed, 
impressed, or woven in some distinctive manner. 242 


II, 8, § ll. Letters. 

Even if the initial letters of descriptive words were required to be 
regarded as ordinary signs they would not be sufficient to save the mark, 
since a party could then make up his mark of descriptive words with the 
exception of some negligible sign or character, and thus evade the law. 131 


II, 8, § 12. Foreign Marks. 


Foreign applicant, on failure to prove prior use of mark here, held 
not entitled to register. 145 


The prior use of a trade-mark in a foreign country does not entitle 
its owner to claim exclusive trade-mark rights in the United States as 
against one who, in good faith, has adopted a like trade-mark here, prior 
to the entry of the foreigner into this market. 185 


II, 8, § 13. Public Insignia. 
“Wing Foot” between two concentric circles, with representation of 
human foot, held unregistrable, as being emblem of a society. 112 


II, 8, § 18. Conflicting Marks. 
The following marks are held to conflict: 


“Suakcer City,” with “Gheaker Babe” oo oon cc cicciceciseses 79 
“Pasion Court,” “With “FAMMORRING (...6 8s vavesccueweea 108 
Statue of Indian with bow and arrow, with “Indian”........ 109 
ENC MEA PERM NO ONS alas a !ecvigie acaceieisis dials bigierad.vrm baa een 116 
“Gold Band” on gold band, with “Gold Bar” on gold bar. .281, 290 
Ce ee I I Bh Sid a cp hse ciniw sk ho we Wee Rs She 234 
“Adorable,” with “Adorée” and “Ador Me” ................ 234 
“Silver Band” on silver band, with “Silver Bar” on silver 

Oc rsig ge Se HS ORO CER KOR” eaknds Det aan ee eee 
“The Office Economist,” with “Dry Goods Economist”. ..285, 290 
“Pastson, Evatt,” Win “Pasion BAe” 26 o. ko Skiwisaw vce 235 
“interwoven,” WHR “BEET WOVER ikke ci cee ese dcewcasen 235 
eR WAC MOLINO MIMO vile W's 'ssisa sas CRN eee es 291 
SE CRRY BUNCE, Wi “SORRY EMIRE oi iiss cee oalvs ava eens 236 
Moo Drea. Wik MOO TRIOS” | 0 o28s ocd ee eK sew ees 222 
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“Golden Arrow” and device of arrow, with “Arrow” and 
device of same 
TIRGGtc Wee MI as Sac Se nt a eern we knee eenees 
Representation in silhouette of man’s head and a collar and 
necktie in an oval, black background, with a collar and 
necktie in colors, in black and white ground 
“Hannahsons,” with “Hanan & Son” 
SREOseraa We Es Oo ias we ene eeilige ee vem ene aioemen 
“Dreamland,” with “Dreams” 
“PIGUIG, “WE WINGMEN kf 00 26 bee ARN le eee mn 
“Vaporo,” and signature of Geo. J. McCabe, with “Vaporub” 
“Standard Milk,” with “Standard Condensed Milk” 
“Pompo,” with “Poro” 
“Radio,” with “Radium” 
“ee Wane USE | dana ies Sea we we a Mane Oe ec uEvon res 
Device of bird with outspread wings just leaving twig, and 
words “Pride of the West,” and picture of bird with 
wings outspread perched on a twig and the word 
“Tupelo” 


II, 8, § 18. a. Goods of the Same Descriptive Properties. 
following are held to be of the same descriptive properties: 
Butter and canned milk 


Deciduous fruits and grapes, and fresh fruits 
Furnaces and heating stoves 


White of eggs used in making meringue, marshmallow, top- 
ping and icing, and a lard compound and cottonseed oil 
shortening compound 


Beverages made from the juice of oranges and lemons, and 
beverages made from citrus fruits.................... 
Canned fruit and canned vegetables, and canned salmon.... 
Hair nets, and switches, wigs, transformations, waves and 
curls 


Mercerized cotton pongee, and silk and cotton piece goods. . 


148 


64 
113 
118 


390 
579 


following goods are held to be of different descriptive properties: 


Serpentine, and paper rolls used in cash registers.......... 

Cloth, and shirts made therefrom ..........ccccsccccsseces 

A preparation for the treatment of the hair and scalp, and 
hair nets and curlers 


Hair nets made from human hair, and silk hair nets ....... 


Tires, inner tubes, linings, boots and tire patches composed 
of rubber and fabric, and automobiles, cabs and trucks... 
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Wallboard, and pneumatic pressure systems for pumping, 


storing and supplying WEEE 66.6. scicsc vec isnscencodens 349 
Tobaceo products and food products: .. .....0.600cesesse cc 351 
Pipes, cigar-holders, pouch tobacco bags, humidors, and 

cigar and cigarette cases, and tobacco products, par- 

RICUIAEL Gy CERT OR OED ano. 5 555 5 iin aes phe s QRWN aIeN we sia 390 
Fuel-feeding apparatus for internal combustion engines, and 

lubricating oils, fuel oils and greases .................. 392 
Salt, and pepper sauce, cayenne pepper, whole and ground 

ass ip MEE OTe PEE ROP Ce eer en yee is eee 393 
Nerve tonic, liniment, cough syrup and headache tablets, and 

© PROMALRNOR Tor The HAE. 2... OSs cin eas sae aaine esos 491 


II, 8, § 18b. Marks in Prior Use. 

Under Trade-Mark Act, § 7 (Comp. St. § 9492), where a trade-mark 
was claimed by two applicants, and a third party used the mark long 
before either party adopted it, and had not abandoned such use, neither 
applicant is entitled to registration. 124 


II, 10. No Trape-Marx Use. 


Marks used on perfumes held not to be registrable upon the containers 
of such perfumes. 115 


Use of “Extra Strength” on fishing-lines not a trade-mark use. 116 


Where applicant had used mark only on lubricating oils and greases, 
he was not entitled to register it for gasoline. 147 


II, 13. INTERFERENCES. 
II, 13, § 2. Evidence. 


Use of a word mark is sufficiently shown, notwithstanding changes 
in the form of the label on which it is used. 152 


Oral statements are insufficient to establish three years’ prior use unless 
corroborated by documentary evidence. 156 


II, 14. Oppositrions. 
§ 1. The Opponent. 


Opposer, not alleging use of mark sought to be registered, cannot 
claim damage. 153 
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§ 2. Notice. 
a. Amendment of Notice. 
Held that applicant had waived objections to notice by failing to make 
them before final hearing. 118 


Where the applicant asked for an order requiring opposer to par- 
ticularize regarding a large number of witnesses proposed to be called and 
their wide distribution and the alleged long time required for examining 
such witnesses, and also urged that applicant should be given notice longer 
than is allowed under the ordinary notice for taking testimony, so that 
it might investigate, held that a longer notice was unwarranted, and the 
motion for particulars was denied. 139 


II, 14, § 9. Suspension. 

Where the proceeding on a request made was suspended by the Ex- 
aminer of Interferences before the opposer’s time for taking testimony 
in chief expired, held that opposer was justified in awaiting the outcome 
of his motion before proceeding with testimony, and on vacation by the 
Commissioner of the order suspending the proceeding, new times should 
be set giving opposer at least as much time as that which elapsed between 
the request and the expiration of the former period. 139 


Where the opposition proceeding had been suspended by the Examiner 
of Interferences on the ground that there was pending an equity suit in 
a United States district court by opposer against the applicant, apparently 
for alleged infringement of the mark in issue, and where the opposition pro- 
ceeding was instituted prior to the equity suit and there was no showing 
that any testimony had been taken in the suit and no suggestion of its 
moving to an early termination, the order suspending the opposition pro- 
ceeding was vacated by the Commissioner. 139 


II, 14, § 10. Evidence. 

Where, after opposer had used the word “National” for fifteen years 
as a trade-mark for tobacco products, applicant adopted the word “Na- 
tionals” to distinguish similar goods, the conclusion is irresistible that it 
did so for the purpose of appropriating the good-will of opposer; and the 
decision of the Commissioner dismissing the opposition is reversed. 214 


II, 14, § 10a. Res Adjudicata. 

Where, after opposition had been filed to the registration of the words 
“The Office Economist” as a trade-mark for a “magazine or journal issued 
monthly,” on the ground of prior use of the name “Dry Goods Economist” 
for a similar publication, applicant requested and obtained leave to change 
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its description of goods to “house organ” and the mark was adjudged 
entitled to registration, held that the first judgment of the examiner that 
the goods were of the same class and the marks were confusingly similar 
was res adjudicata, and that applicants’ mark should not be registered. 285 


II, 8, § 15. Validity of Registration. 
The validity of a trade-mark ends where suggestion ends and descrip- 
tion begins. 274 


II, 18. CANCELLATION. 


§ 2. Who May Apply. 

Where the applicant for cancellation had been threatened with suit 
by the registrant for alleged infringement of the trade-mark in issue by 
publishing advertisements illustrating goods made by the applicant, held 
that this shows sufficient interest in the threatened party to warrant it in 
bringing proceedings for cancellation of the registered mark. 143 


Where registrant requests permission to show that the proceeding is 
instituted by the National Association of Bedding Manufacturers and is 
not brought by the applicant for cancellation for its sole benefit, held 
that if all that is alleged were proved the fact would still remain that 
the applicant is damaged by the registration of the mark and an order for 
cancellation would still be proper. 143 


II, 18, § 4. Pleading and Practice. 

A bill to restrain defendants from canceling trade-marks in accord- 
ance with a decision of the Court of Appeals of the District of Columbia, 
filed within thirty days after an appeal to the Supreme Court was dis- 
missed. Held filed in time, though filed more than two years and two 
months after decision of Court of Appeals. 399 


II, 18, § 5. Evidence. 

Where appellant registered the words “Krank’s Lemon Cleansing 
Cream” in a fanciful though not distinctive, arrangement, as a trade-mark 
for face cleansing cream, but claiming use from a date two years later 
than that at which appellee began using the words “lemon” for a similar 
preparation, the cancellation of the former’s registration was rightly 
ordered. 95 


The fact that others in the same line of business are using signs as 
trade-marks furnishes no reason why registrant should be given the sole 
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right to employ one. The only concern in this proceeding is that as against 
the petitioner the registrant has not an exclusive right to the mark. 128 


Use of the essential features of registrant’s trade-mark by petitioner 
for cancellation, with consequent injury, is sufficient to support the petition 
for cancellation. 132 


The law does not require an overt act in order to warrant cancellation. 
“Injury will be presumed to follow registration of any descriptive 
word.” 132 


Where the trade-mark was registered on June 14, 1921, and the 
registrant had used the mark since 1906 and the petitioner claimed no use 
prior to 1910, but the petitioner had been using the mark for ten years 
and the registrant had notice of such use prior to 1915 and showed no 
endeavor to prevent petitioner’s use of the mark by legal proceedings, 
held that the petitioner presumably had the right to use the mark, so that 
registrant’s right was not an exclusive right, and therefore he could not 
resist cancellation proceedings. 141 


Where the statement accompanying the certificate of registration shows 
that it was the intention of the registrants to indicate that their mark 
was a picture of their goods, held that the mark is merely descriptive of 
their goods. 143 


An alleged assignment of a mark to applicant for its cancellation 
sought to be introduced as proof of prior use by latter, held to be merely 
an agreement, and did not affect date of use claimed by registrant. 490 


II, 18, § 5a. Res Adjudicata. 
A decision in a prior interference proceeding between the parties, held 
res adjudicata as to every issue raised in a cancellation suit. 244 


II, 18, § 9. By Suit in Equity. 

Trade-Mark Act, § 9, giving an appeal from a decision of Commis- 
sioner of Patents in proceedings for cancellation of registration of trade- 
mark on compliance with conditions required in case of appeal by applicant 
for patent, entitles owner to bring suit in equity after an adverse deci- 
sion on such appeal, as is permitted in patent cases by Rev. St. §§ 4915, 
4918. 399 
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II, 17, § 10. By Appeal. 
a. To Court of Appeals of District of Columbia. 
Under Trade-Mark Act, § 9, both applicant for cancellation and 
registrant opposing it have the right to appeal from a decision of Com- 
missioner of Patents to the District Court of Appeals. 399 


b. To U. S. Supreme Court. 

Where the Court of Appeals of the District of Columbia based dis- 
missal for a bill for lack of jurisdiction on the construction of Trade-Mark 
Act, § 9 (Comp. St. § 9494), and Rev. St. § 4915 (Comp. St. § 9460), under 
Judicial Code, § 250 (Comp. St. § 1227), an appeal to United States 
Supreme Court was the proper remedy, and petition for certiorari should 
be denied. 399 


II, 18, § 11. Under Act of 1920. 
A suit for the concellation of a registration made under the Act of 
1920 was dismissed by the Court of Appeals of the District of Columbia 
because of lack of jurisdiction under said Act. 231 


Ill. UNFAIR COMPETITION. 


1. Nature anv Basis or Wronc. 


III, 1,8 2. Elements. 
Unfair competition consists in the sale of one man’s goods as those 


of another. Whether such a practice exists is always a question of 
fact. 159 


The essence of the wrong in unfair competition consists in the sale of 
the goods of one manufacturer or vendor for those of another. 464 


a. Competition Necessary. 

Where defendant sells its goods only from retail stores, each of which 
is conspicuously marked “The Winchester Store,” the name “Winchester” 
being displayed in all cases in a peculiar hand-designed style of lettering 
that has been uniformly employed by the defendant in all its advertising 
for over twenty years, and in advertising which it has expended millions of 
dollars, causing the name to be known in that form throughout the world; 
while the plaintiff’s trade is almost exclusively with country store-keepers 
in the United States, to whom he supplies a catalog every thirty days, 
from which his goods may be ordered, the plaintiff’s appeal is to a different 
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public from that to which the defendant appeals. There is no unfair 
competition, for there is in fact no competition. 159 


The right to a given name previously adopted in a business located in 
one locality does not invest the proprietor of that business with the right 
to enjoin the use of the same or a similar name by a junior enterprise in 
another locality where one does not encroach upon the other. 331 


A court will not enjoin the use of a name for theaters in localities 
where the plaintiff has no theaters with which the defendant’s theaters may 
compete. 380 


III, 1, § 3. Right of Priority. 
Courts of equity will protect the person first in the field doing business 
under a given name, to the extent necessary to prevent deceit and fraud 
upon his business and upon the public. 119 


III, 1,§ 4. Intent. 

The reasons for not requiring proof of a fraudulent intent in cases of 
trade-mark infringement apply with equal force in cases of unfair competi- 
tion; and where the necessary and probable tendency of defendant’s con- 
duct is to deceive the public and pass off his goods as and for those of the 
plaintiff, especially where preventive relief only is sought, actual fraudulent 
intent need not be shown. 185, 320 


Where a wrong has been done, as in the case at issue, lack of inten- 
tion is not a defense to the application for an injunction; since it has been 
held that, if infringement is shown, wrongful intent is presumed; and the 
principles applicable to a trade-mark case apply also to one of unfair 
competition. 203 


Where defendant adopted and used the name “Bush Terminal” in its 
trucking business long after its adoption by plaintiff, it is not necessary 
to hold that the former had any dishonest intent, nor to show that the 
latter’s customers were deceived, in order to grant relief. 328 


Where it is sought to enjoin the use of a geographical name on the 
ground of unfair competition, it must appear that such use is with the 
fraudulent intent to deceive the public. 331 


Although unfairness and fraud are the basis of actions, it is not always 
required that there should be a malicious purpose to injure. 434 
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If no fraudulent intent appears in the adoption of the name, equity 
will relieve if its use by another confuses and misleads the public to com- 
plainant’s injury. 439 


If the court is satisfied that there has been an intent to “palm off,” 
the defendant is liable, and such intent may be inferred from the facts, 
no actual proof thereof being necessary. 495 


III, 1, § 5. Deception. 
In the case at issue, if the deception of the ultimate purchaser is ac- 
complished, it is sufficient ground for an injunction, whether or not the 
retailer is deceived. 185 


III, 2. Unrarrness 1N CoMPETITION. 


§ 1. Imitating Appearance of Article. 
a. Imitating Color. 

Where the respondent, by long experiment devised a method of pre- 
paring a medicinal preparation, “Coco-Quinine,” made it distinctive by 
the addition of chocolate as a coloring and flavoring ingredient, and sold 
it under the trade-mark “Coco-Quinine,’ the subsequent production and 
sale by petitioner of a rival preparation called “Quin-Coco,” marketed at 
a lower price and often sold by retailers at the suggestion of petitioner’s 
salesmen, as a substitute for “Coco-Quinine,” when it was impossible for 
the purchaser to know of the substitution, petitioner’s conduct was unfair 
competition and it was restrained from indirectly representing or suggest- 
ing to its customers the feasibility or possibility of making such substitu- 
tion. Q47 


Where defendant, after complainant had developed a large taxicab 
business under the name “Yellow Cab Company,” wherein were featured 
cabs painted yellow with upper parts and trimmings in black, started a 
competing business by the use of a yellow cab, with black tops and hoods 
and with other features of the service in close imitation of those of plain- 
tiff, it was rightly enjoined from the use of such features, particularly as 
there was evidence that the public had been deceived thereby. 434 


The use of similar colors as imitative of the label of a competitor in 
business cannot be prevented. 484 


III, 2, § 3. Imitating Packages and Containers of Goods. 
Where, after plaintiff had adopted and identified as a trade-mark for 
whole wheat flour and wheat products, a mark consisting of the words 
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“Old Grist Mill” with a picture of such a mill, which mark it had regis- 
tered in the U. S. Patent Office, and made widely known to consumers 
by advertising and use, defendant, a baking corporation, begun to use 
on its whole wheat bread a picture of an old grist mill, together with 
other matter closely imitating plaintiff's Old Grist Mill label, it was 
infringing latter’s trade-mark and the decree of the lower court enjoining 
defendant therefrom is affirmed. 253 


Where defendant and plaintiff both used on their tobacco labels the 
words “Red Leaf,” but the other features of the respective labels were 
strikingly dissimilar, and there was no evidence of fraud or deception in 
the adoption of defendant’s label, the charge of unfair competition could 
not be sustained and the bill was dismissed. 300 


The use by the defendant, retailer of a domestic perfume under the 
trade-mark “Narcisse de Vendome,” of substantially the same color scheme 
as that of complainant, with the general arrangement and appearance of 
the label and container confusingly similar to those used by the latter in 
importing and selling its “Narcisse Noir” perfume, was restrained as 
unfair competition. 450 


While the word “Narcissus” may not be monopolized as a trade-mark 
for perfumery, the use by defendant of the words “Narcisse de Chine,” 
together with representations of a black narcissus and other striking 
features of plaintiff’s label, in which the words “Black Narcissus” appear 
as a trade-mark, was restrained by a preliminary injunction. 452 


III, 2, § 4. Imitating Labels. 

Intentional imitation of the combination of labels, sizes of containers, 
arrangement of printing, and manner in which the words appeared on 
the packages adopted by the successful packers of pharmaceutical and 
toilet preparations, which together and not separately resulted in mislead- 
ing purchasers, held unfair competition remediable in equity, regardless 
of statute or compliance with an existing one. 207 


Where, after plaintiff's predecessor had adopted and made popular 
through long-continued use a hair tonic known as “Eau de Quinine,” de- 
fendant put on the market a similar preparation bearing the same name 
and under labels displaying the salient features used on plaintiff’s labels, 
with but minor differences, held that such simulation was from a dishonest 
motive, and that, although defendant had the right to the use of any one 
of the features separately, their combined use should be restrained as 
unfair competition. 430 
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III, 2, § 5. Substitution. 

Where defendant, proprietor of a large department store, through its 
employees, in eleven instances sold purchasers asking for plaintiff’s goods 
others not of plaintiff’s make, it was rightly enjoined from further acts 
of the kind; but, in view of the small amounts involved in the wrongful 
sales, the refusal of the lower court to order an accounting is affirmed. 203 


III, 2, § 6. Trade and Corporate Names. 
a. Personal Names. 

Every man has the right to use his own name reasonably and honestly 
in every way, whether in a firm or corporation, nor is a person obliged to 
abandon the use of his name or to unreasonably restrict it; and, where 
persons or corporations have a right to use a name, the courts will not 
interfere where the confusion results only from a similarity of the names, 
and not from the manner of their use. 19 


In the absence of contract, fraud, or estoppel, every man has the 
right to use his own name in any legitimate way, either as the whole or 
as a part of the corporate name. 19 


An ordinary family name such as Carter cannot be exclusively ap- 
propriated by any one as against others having the right to use it. 19 


One who has no valid trade-mark may, nevertheless, complain of 
another who attempts to pass off his goods as the goods of his rival. 
Where, however, plaintiff, engaged in the production of motion pictures 
long well known to the public under the name “Goldwyn,” was granted 
a preliminary injunction restraining defendant from using the said name, 
without adding thereto the words “not now connected with Goldwyn 
Pictures,” in type as noticeable as the word itself, it received all the pro- 
tection to which it was entitled pending fuller investigation of the case. 39 


Plaintiff, in order to restrain defendant from using his own name in 
connection with motion pictures because of a contract, must prove that 
such contract was supported by a valid consideration; and if such con- 
sideration was lacking, the right based upon it fails. 39 


A surname when assumed, is entitled to no less protection than when 
familial, unless assumed for the purpose of trading on another’s good- 
will and such a name may acquire a good-will exceeding in value that 
attaching to an inherited name. 56 


Where, after plaintiff and its predecessors, French manufacturers of 
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perfumes and toilet articles bearing the trade-mark “Coty,” entered the 
United States with their products and identified them to the public as of 
their exclusive manufacture, defendant, a French competitor of the same 
name, sold like goods in the United States under the mark “Ernest Coty,” 
he was properly enjoined from further sales thereof without clearly dis- 
tinguishing his goods from those of plaintiff. 185 


Where plaintiff corporation secured from its predecessors the right to 
use the latter’s name, Milne Bros., in a business established and con- 
ducted thereunder for over thirty years, defendants, two brothers named 
Milne, after having for several years conducted a competing business under 
the firm name of R. G. Milne & Sons, by changing such name to “Milne 
Bros.” were unfairly competing with the plaintiff and were rightly en- 
joined from a further use of the name. 307 


Where defendant, Mrs. M. A. Porter, after the sale and assignment 
to plaintiff of the business, good-will and trade-mark in the manufacture 
and sale of salad dressing formerly carried on by her and her associates, 
said salad dressing having been put out as “Mrs. Porter’s Salad Dressing,” 
began the manufacture of a competing article under the name of Blue 
Bonnet Salad Dressing and according to her original formula, she did 
not thereby infringe the right of the plaintiff in the original business, 
acquired through sale and transfer, inasmuch as defendant had a right to 
use her name in the new business, and the respective labels were dissimilar 
in appearance. 377 


Where complainant, by contract with defendant, gave the latter the 
right to use her name, “Goodwin,” as a trade-mark for corsets and other 
garments designed and cut by her, in return for which she was to receive 
a commission on the sales, her right to the business was not that of a pro- 
prietor, but of an employee on commission, and her use after her breach 
of such contract of the names “Goodwin” and “Goodwinette” on corsets 
made by her was rightly restrained as unfair competition. 406 


Ill, 2, § 6. b. Corporate Names. 

Where defendant’s organizer, a well-known and popular designer, per- 
mitted the use of her first name as a part of plaintiff’s corporate title 
without compensation, the use of such name in a corporation subsequently 
organized by her was not unfair competition. 98 


When after appellees had established a fur business and made it 
known throughout the State under the name “Hudson Bay Fur Company,” 
appellants incorporated and engaged in the same business in another city 
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of the same state under the same name, they were guilty of unfair competi- 
tion against the former. 119 


The name adopted by a corporation is, to a certain extent, property 
and the exclusive right to its use will be protected by the courts. An 
injunction will lie to prevent not only the use by another of the identical 
name, but also of a name that, by reason of similarity, will tend to create 
confusion and enable the later user to obtain the business of the first. 312 


A corporation has the exclusive right to the use of its own name; 
and a court of equity will enjoin another from using or imitating the same, 
upon the same principles under which persons are protected in the use of 
trade-marks. 

(a) A person or corporation may acquire a trade-name. Such trade- 
name is as much descriptive of the manufacturer or dealer as is his own 
name; and the infringement of such trade-name of an individual or cor- 
poration will be enjoined by a court of equity when a proper case is made. 
(b) An “infringement” of a real name or trade-name of a person or 
corporation is such a colorable imitation thereof that the general public, 
in the exercise of ordinary care, might think that it is the name of the 
individual or corporation first appropriating the same; and the use of 
such name is a fraud against the person entitled to use the same, when 
the infringer intends to create the impression in the minds of the public 
that he and the person or corporation first appropriating the name are the 
same. 

(c) If the person or corporation first appropriating and using the 
name has a clear right to its use, its subsequent use by another person or 
corporation, knowing of the right, is presumed by law to be fraudu- 
lent. 318 


Where defendant adopted a name long in use by plaintiff and en- 
gaged in the same business on the same street and in close proximity 
with that of plaintiff, and the similarity of names is so clearly calculated 


to deceive the public, it was almost a matter of course to grant injunctive 
relief. 328 


The use of the word “Knickerbocker” in defendant’s corporate name 
was enjoined, as neither the public nor the plaintiff would be protected 
against deception, unless its use was restrained. 339 


III, 2, § 6. ec. Trade-Names. 
The public has an interest in a trade-name to the extent that the 
courts will not tolerate a fraud upon the public by allowing a name to 
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be used in connection with another business, or upon different articles 
or inferior articles from those with which it was first associated or 
adopted. 15 


III, 2, § 6. d. Literary and Dramatic Titles. 

Where respondent, a producer of motion picture plays, reissued three 
old plays under new names, as new productions not before exhibited, and 
induced the public to believe that they were new pictures, such conduct 
held to support an order to desist from reissuing old pictures under new 
titles, as unfair competition. 295 


Where defendant, many years after the founding of the “Jersey 
Journal” by plaintiff, changed the name of its competing paper from 
“Hudson Observer” to “Jersey Observer,” it was not competing unfairly, 
as the make-up, type and political creeds of the two papers were radically 
different; moreover, the fact that newspaper readers are discriminating and 
careful in buying their favorite paper makes deception hardly possible, 
with ordinary caution; and the bill was dismissed. 439 


III, 2, § 6. e. Secondary Meaning. 

A name or word which is not entitled to protection as a trade-mark 
may by long and exclusive use acquire a secondary meaning as designating 
the goods of one individual, and thus become entitled to protection against 
the conflicting use thereof by another on the ground of unfair competi- 
tion. 159 


Testimony of manufacturers and buyers for retailers as to the mean- 
ing of a word in the trade, does not establish a secondary meaning for 
the word, since it does not prove what the word means to the consuming 
public. 159 


Descriptive terms may, by long use in connection with the goods 
or business of a particular dealer, come to be understood in a secondary 
sense as designating such goods or business, and in such case, their de- 
ceptive use by another will be restrained as unfair competition. 312 


The general rule is that a manufacturer or dealer cannot exclusively 
appropriate as a trade-name words which, according to their primary 
meaning, may with equal truth and right be employed by others for the 
same purpose. 

(a) While generic and geographical names, and names composed of 
words which are merely descriptive, are incapable of exclusive appropria- 
tion, words and names which have a primary meaning of their own, such 
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as words descriptive of goods, services, places of manufacture, or names 
of the makers, may, nevertheless, by long use in connection with the busi- 
ness or trade, come to be understood by the public as designating the 
goods, services, or business of a particular trader; and a court of equity 
will enjoin the use of such names by a competitor, upon the principle of 
unfair competition. 319 


The test of secondary meaning is not merely how long the trade- 
mark has been used, but whether it has become broadly known to the 
public as denoting a product of certain origin. 455 


While the selection of a descriptive name which later acquires a 
secondary meaning does not carry with it an exclusive right to its use, 
the first user can insist that no one shall use it against him in an unfair 


way; and the later user must distinguish his goods and enlighten the 
trading public. 455 


III, 2, § 7. Descriptive Terms. 

Where, after the plaintiffs had originated and made popular a leather 
dressing and polish, under the name “Dyanshine,” defendant began the 
manufacture and sale in the same territory of a similar preparation under 
the name “Dye and Shine,” at a lower price, it was competing unfairly 
with plaintiffs particularly, as the evidence showed that the public was 


often deceived into buying defendant’s product for and as the plain- 
tiffs’. 455 


III, 2, § 8. Geographical Terms. 

Although plaintiff was first to adopt and use the word “National” 
as the salient part of its corporate name in conducting its chain stores, the 
subsequent adoption by the defendant of the same name in a similar busi- 
ness did not give the former a ground for an injunction, as the planitiff’s 
stores were all located in different sections of the state and there was 
no actual competition. 831 


If a geographical name be taken by another with intent to mislead 
the public to the injury of complainant, equity will enjoin, even though 
otherwise he would have the right to use it. 439 


A geographical name is not the subject of exclusive appropriation, 
but an established trade of which it is the badge will be protected against 


unfair competition by the use of the name. 439 


Where the map of Italy has been used by another seller of olive oil 
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as part of a label several years before it was made part of the design of 
plaintiff, he had no exclusive right to its appropriation, and could not 
restrain its use by another. 484 


III, 2, § 10. Advertising. 
Defendant was enjoined, in the case of issue, from using in its adver- 
tising a border of animals and figures around a picture of a crib, in simula- 
tion of plaintiffs advertisements of a similar crib. Q7T7 


The copying and use by the defendant of advertising methods, cata- 
logues, and cuts used by the plaintiff in its business, was rightly enjoined 
as unfair competition. 279 


Where plaintiff was first to produce and popularize, at great expense, 
a film drama under the title “The Ten Commandments,” which name became 
distinctly known to the trade as the appellation of its picture, the acts 
of the defendants, producers and exhibitors of a film based on the Old 
Testament, and originally featured as “After Six Days,” in subsequently 
adding thereto the sub-title “Moses and the Ten Commandments,” in using 
in their advertising cuts, illustrations and descriptions calculated to de- 
ceive the public into believing their play to be that of plaintiff, and pro- 
gressively strengthening such deceptive impression until actual substitution 
of titles was attained, were guilty of unfair competition against the plain- 
tiff and were enjoined from further acts of the kind. 496 


III, 2, § 138. Federal Trade Commission Act. 

Where the evidence before the Trade Commission showed an honest 
difference of opinion between experts as to whether the stock from which 
respondent bred its hogs was a separate breed or only a different strain 
of the same breed, a finding that to advertise it as a separate breed was 
false does not establish unfair competition with breeders of the other 
breeds, since dealers generally are familiar with the facts and would not be 
deceived thereby, and therefore, the Commission’s order requiring it to 
desist from making such statements in its advertisements will be modified 
by eliminating that provision. 1 


Since Federal Trade Commission Act, § 5, does not define the term 
“unfair methods of competition” thereby prohibited, the definition of that 
term is a question for the ultimate determination of the courts and in de- 
termining the meaning of unfair methods of competition, a court must 
give due consideration to the public policy declared in the Sherman Anti- 
Trust Act. 1 
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An injunction will not be granted by the Circuit Court of Appeals on 
application by the Federal Trade Commission, where the defendant is not 
continuing or threatening unlawful acts, since the Commission ordered it 
to desist, and there is no reason to apprehend renewal of such acts. 12 


Jurisdiction of the Circuit Court of Appeals, on petition to set aside 
an order of the Federal Trade Commission, is original and not appellate, 
even though the facts may have been so found as to be beyond controversy, 
and its decree should be on the lines adopted by courts of equity generally 
in hearing suits for injunction. 12 


The Federal Trade Commission Act refers specifically to unfair 
methods of competition—which does not mean that the general practice of 
the offender must be unfair in competition. One act that constitutes an 
unfair practice may of itself be offensive to the Act. 295 


The fact that a corporation which has engaged in unfair methods of 
competition has discontinued such methods and promises to follow a 
different practice does not deprive the Federal Trade Commission of 
authority to demand the corporation to desist from using such methods. 295 

On petition to review order of the Federal Trade Commission, the 
court must inquire whether the Commission’s findings of fact are supported 
by evidence. 467 


Evidence or testimony, even though legally incompetent, of the kind 
that usually affects fair-minded men in conduct of their daily and more 
important affairs, should be received and considered by the Federal Trade 
Commission, but it should be fairly done. 467 


Under Federal Trade Commission Act, § 5, no complaint can issue 
from the Federal Trade Commission, unless person complained of is using 
unfair method of competition in commerce, and a proceeding by the Com- 
mission in respect thereof would be “to the interest of the public.” 467 


The public had no interest in protection of an antiseptic of varying 
composition and misbranded, in that the public was by its label requested 
to use it for purposes for which it was medically unfit, and the Federal 
Trade Commission should not have granted any relief to its owner against 
unfair competition by another, under Federal Trade Commission Act, 


§ 5. 467 


A proceeding before the Federal Trade Commission results in an 
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order which has no effect in itself, unless made operative by the Circuit 


Court of Appeals, and the doctrine of res adjudicata has no application 
thereto. 479 


Under Clayton Law, providing that a final judgment or decree in a 
criminal prosecution or any proceeding in equity, brought by or on 
behalf of the United States under the anti-trust laws, shall be prima facie 
evidence in any suit or proceeding brought by any other party against 
such defendant under said laws, held, that a proceeding before the Federal 
Trade Commission and a finding thereon are not competent evidence in 
an action for damages for attempting to monopolize trade. 479 


Allegations of the violation of Acts of Congress held mere conclusions 
of law, and should be stricken out. 479 


No new cause of action is given by either the Federal Trade Com- 
mission Act or the Sherman Anti-Trust Act, but the latter provides for 
a new rule of damages, and a cause of action under the Federal Trade 
Commission Act, merely repeating the allegations of the cause alleged 
under the Sherman Anti-Trust Act should be stricken out. 479 


III, 2, § 15. Other Instances. 

Where defendant, known for seventy years throughout the East as 
a baker of bread, as the result of a prolonged experiment by chemists, 
began the manufacture of a bread containing the vitamines necessary to 
nutrition, and to emphasize such vitamine content in its advertising, it was 
not merely imitating this feature of plaintiff’s advertising, nor guilty of 
unfair competition with it, particularly as the former’s loaf differed in shape 
and size from plaintiff's and was put out in wrappers plainly identifying 
origin, and different in color and appearance. 87 


Plaintiff's use of the trade-mark “Palm Beach” on a package contain- 
ing hair nets made of human hair, held not to justify granting a prelimi- 
nary injunction to restrain defendant from using the same mark on pack- 
ages entirely different, containing silk hair nets of a different style, it 
being a question as to whether the goods of the parties are so similar as 
to be in competition with each other. 261 


There was no unfair competition where the trade-marks were both 
applied to bread of the whole wheat variety, which were in fact different 
kinds of bread, of different color, size, and shape, the coloring of the 
outside wrappings being so dissimilar that persons of low intelligence 
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could instantly observe the difference in the appearance, and different 
methods of distribution being used. 265 


Where defendant had used the name “White Rock” for many years 
as a trade-mark for beer, and registered it as such, his continued use of 
the mark on near beer after the prohibition law became effective, could 
not be enjoined by complainant on the ground of its use of the same words 
for fifteen years a trade-mark on mineral water and ginger ale. 421 


Defendant, a hotel company using several hundred telephone direc- 
tories, which plaintiff had through expenditure of time and money devel- 
oped into an advertising medium of great value, by proposing to place 
false covers on such directories used in its establishment, and to sell 
advertising space thereon, was guilty of unfair competition. 444 


Where labels for olive oil containers had different lettering, although 
both contained a map of Italy in approximately the same colors, held that 
there was not such similarity in the labels as to cause deception. 484 


III, 3. Swurrs ror Unrarr CompPEtTITION. 


8 1. Jurisdiction. 

The granting or denial of a motion for preliminary injunction rests 
largely in the discretion of the court; and to warrant such a step, the 
showing must be clear and convincing as to the propriety of such 
relief. 261 


III, 3, § 2. Parties and Liability. 

In an action for unfair competition it is not necessary that the plain- 
tiff should have an exclusive right to the distinguishing marks; and the 
defendant may be enjoined, although entitled to use the mark in question, 
provided he uses it in such a way as to injure the complainant. 495 


III, 3, § 3. Pleading and Practice. 
When a pleading is tested by a demurrer, it is fundamental that 
general allegations therein are controlled by specific allegations concern- 
ing the same fact or matter. 93 


III, 3,§ 4. Evidence. 

Where one party offers testimony alleged to show possibility of con- 
fusion between its mark and that of another, the action of dealers is not 
the test, since in the case at issue, an honest dealer who had never handled 
“Vim” bread, and was ignorant of its existence, might well offer “Vitovim” 
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bread in the thought that the purchaser had inaccurately stated its name. 
The test is: Could an actual purchaser, knowing and desirous of buying 
the former’s bread, and using ordinary care, possibly be deceived by the 
trade-mark or advertisements of the other? 87 


Placing the marks side by side is not the way to determine whether 
they are deceptively similar, as the intending purchaser rarely has an 
opportunity to compare the marks, but must rely on his memory. 128 


The degree of resemblance between names which is sufficient to war- 
rant equitable interference is not capable of exact definition. It may be 
stated generally that the similarity must be such as is likely to mislead 
purchasers of ordinary prudence, or, in other words, the ordinary buyer, 
into the belief that the goods, services, or wares are those of a business 
rival. 319 


III, 3, § 5. Defenses. 

Where plaintiff advertised its cereal product as entire wheat, but 
removed therefrom the part of the wheat containing its medicinal prop- 
erties, it was, nevertheless, truthfully describing its flour as entire wheat 
flour or whole wheat flour in the common meaning of those words; and the 
defense of “unclean hands” cannot be maintained. 253 


The defense set up by the defendant that plaintiff's trade-mark had 
been adopted and used by a third party prior to the former’s adoption 
thereof, held not to be valid, inasmuch as only the devices, and not the 
words, constituting the trade-mark were used and, moreover, the first 
user’s right was restricted to the territory covered by his trade, while the 
issue between plaintiff and defendant relates solely to the latter’s attempt 
to pass off its goods as those of the plaintiff. 253 


To establish the defense of abandonment it is necessary to show not 
only acts indicating a practical abandonment, but an actual intent to 
abandon; mere discontinuance of user for lack of demand, though coupled 
with non-registration and non-assertion of any right, is not enough. 351 


It is the rule that differences which do not destroy the general simi- 
larity of appearance to the ordinary purchaser are of no consequence and 
do not constitute a valid defense. It is sufficient if the resemblance or 
imitation be a salient or identifying feature in name, label, dress and 
design. 434 


The doctrine of caveat emptor has little, if any, application under the 
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circumstances of a book or play whose title is the sole indicium of the 
article, as the casual movie spectator chooses his photo play chiefly by the 
title. 495 


Ill, 3, § 6. Relief. 
a. Injunction. 

It not being alleged that the defendants, who are petitioning for a 
charter in which the name of one of the petitioners is used to designate the 
corporation, are using the name “Carter” dishonestly, or that they are re- 
sorting to unfair methods, or that they have wrongfully encroached on 
another’s rights, or are committing a fraud on the public, and there being 
no evidence introduced showing any one of these facts, the court erred in 
granting a temporary injunction; “for, as a rule, a surname may not 
become a trade-mark.” Zagier v. Zagier [5 T. M. Rep. 63]. 19 


The issuance of a preliminary injunction which puts restraints upon 
the defendant before the rights of the parties have been fully determined 
rests solely in the sound discretion of the chancellor, and, unless he abuses 
his discretion in granting or denying it, his action as a rule will not be 
reviewed on appeal. 39 


When a plaintiff makes a case of unfair competition, based on the 
ground that the defendant is using or simulating his trade-name, and 
entitling him to injunctive relief, the defendant should be enjoined from 
the use of such trade-name in toto, and not only partially. 320 


The granting or withholding of a preliminary injunction rests in the 
sound discretion of the trial court, especially where the evidence is con- 
flicting. 383 


A preliminary injunction is necessarily drastic in its nature, and the 
court should therefore use great care in exercising its discretion to 
grant it. 383 


III, 3, § 6. b. Accounting of Profits. 
A firm engaged in unfair competition is not liable for all the profits 
realized from the sale of its preparations but only for the profits realized 
from those sold in unfair competition. 207 


The difficulty of stating an accounting between the originator of a 
certain style of package and one who has unfairly copied it is no ground 
for denying such relief. 208 
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III, 3, § 6. ec. Use of Distinguishing Notice. 

One who has no valid trade-mark may, nevertheless, complain of 
another who attempts to pass off his goods as the goods of his rival. 
Where, however, plaintiff engaged in the production of motion pictures long 
well-known to the public under the name “Goldwyn,” was granted a 
preliminary injunction restraining defendant from using the said name, 
without adding thereto the words “not now connected with Goldwyn 
Pictures,” in type as noticeable as the word itself, it received all the pro- 
tection to which it was entitled pending fuller investigation of the case. 39 


Defendant was enjoined from the use of the name “Melachrino” on 
its packages and advertising matter, except in connection with its full 
corporate title, with the latter so inconspicuously displayed as to over- 
come the danger of creating confusion and, if otherwise used, accompanied 
with the statement “Not the original Melachrino cigarette.” 426 


Ill, 3,§ 7. Estoppel. 

Where appellant shortly after concluding with appellee a dissolution 
agreement whereby neither was thereafter to use the word “Belnor” in 
business, sent letters to old customers of the former corporation stating 
that appellant was the sole creator of Belnor hats, with other matter 
calculated to gain profit from the reputation of the former corporation, 
it was guilty of a breach of contract, such as to estop it, under the doctrine 
of “clean hands,” from equitable relief in an action to restrain appellee 
from using such name. 61 


Estoppel to assert a legal right must arise from some inequitable or 
misleading conduct. A mere failure to extend trade does not estop one 
from any right which he has acquired in the trade in the territory, where 
the trade-mark means his goods. 267 


Where plaintiff joined with defendants in publishing the Encyclopedia 
Americana and made public announcement of that fact, it was estopped 
from restraining the latter from stating such fact in editions of their 


works published previous to the withdrawal of plaintiff from such joint 
enterprise. 374 
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